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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

1. This action is responsive to communications: amendment filed on 6/4/2004, IDS filed on 
3/15/2004. 

2. Claims 1-7, 9-17, 19-25, 27-37, and 39-70 are pending in the case. Claims 1, 13, 32, 47, 
48, 53, 60, 64, 65, 66, 67, 68, 69, and 70 are independent claims. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-4, 9-12, 48-50, and 65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Page Frame Feature for Printing Electronic Documents; International 
Business Machines Research Disclosure (hereinafter " IBM Research Disclosure"); May 
1999, pages 688-690 in view of Tsimelzon, US 6,763,388 Bl filed 8/10/1999. 

Regarding independent claim 1 1 IBM Research Disclosure teaches receiving a first web 
document including formatting information used to display the first web document in page 688. 
IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
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to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

Regarding dependent claims 2-4 1 IBM Research Disclosure teaches the use of both a 
web browser display device and a printer for outputting a web page document in page 688. 

Regarding dependent claim 9 J IBM Research Disclosure teaches the use of markup 
language documents on page 688. It was well known at the time of the invention that markup 
language documents contained formatting information in a series of tags. Tsimelzon further 
shows HTML formatting information in a series of tags in fig. 3. 

Regarding dependent claim 10, IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
invention that hypertext markup language was the most commonly used markup language used 
to form web pages. 

Regarding dependent claim 11 1 IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
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invention that hypertext markup language was the most commonly used markup language used 
to form web pages. It was well known at the time of the invention that hypertext markup 
language contained formatting information in a series of tags. 

Regarding dependent claim 12, IBM Research Disclosure teaches the use of a header in 
page 688 and fig. 1. 

Regarding independent claim 48, IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 
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Regarding dependent claims 49-50 1 IBM Research Disclosure teaches the use of both a 
web browser display device and a printer for outputting a web page document in page 688. 

Regarding independent claim 65, IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

5. Claims 5, 13-17, 19-25, 27-31, 51, 53-59, and 66 are rejected under 35 U-S.C. 103(a) 
as being unpatentable over Page Frame Feature for Printing Electronic Documents; 
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International Business Machines Research Disclosure (hereafter referred to as IBM 
Research Disclosure); May 1999, pages 688-690 in view of Tsimelzon, US 6,763,388 Bl filed 
8/10/1999 and Kim, US 6,330,577 Bl filed 10/15/1998. 

Regarding dependent claim 5, IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have combined Tsimelzon 
and Kim into IBM Research Disclosure to have created the claimed invention. It would have 
been obvious and desirable to have allowed for the changing of the font so that the user could 
have modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding independent claim 13 , IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
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to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

Regarding dependent claim 14 1 IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. Modifying the font attribute 
for a selected portion of text would have required font indicators to define the bounds of the text 
where the font attribute change was to have taken effect. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined Tsimelzon and Kim 
into IBM Research Disclosure to have created the claimed invention. It would have been 
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obvious and desirable to have allowed for the changing of the font so that the user could have 
modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding dependent claim 15 % IBM Research Disclosure teaches the use of both a web 
browser display device and a printer for outputting a web page document in page 688. 

Regarding dependent claim 16 4 IBM Research Disclosure teaches the use of a web 
browser display device for outputting a web page document in page 688. Kim teaches modifying 
the font attribute of a selected portion of a document in fig. 4-5, 8, and the abstract. Modifying 
the font attribute for a selected portion of text would have required font indicators to define the 
bounds of the text where the font attribute change was to have taken effect. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have combined 
Tsimelzon and Kim into the IBM Research Disclosure to have created the claimed invention. It 
would have been obvious and desirable to have displayed the selected portion according to the 
font indicators because the indicators correspond to the portion of text the user had selected. 

Regarding dependent claim 17 i IBM Research Disclosure teaches the use of a printer 
for outputting a web page document in page 688. Kim teaches modifying the font attribute of a 
selected portion of a document in fig. 4-5, 8, and the abstract. Modifying the font attribute for a 
selected portion of text would have required font indicators to define the bounds of the text 
where the font attribute change was to have taken effect. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined Tsimelzon and Kim 
into the IBM Research Disclosure to have created the claimed invention. It would have been 
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obvious and desirable to have printed the selected portion according to the font indicators 
because the indicators correspond to the portion of text the user had selected. 

Regarding dependent claim 19 , IBM Research Disclosure teaches the use of markup 
language documents on page 688. It was well known at the time of the invention that markup 
language documents contained formatting information in a series of tags. 

Regarding dependent claim 20 f IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
invention that hypertext markup language was the most commonly used markup language used 
to form web pages. 

Regarding dependent claim 21 , IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
invention that hypertext markup language was the most commonly used markup language used 
to form web pages. It was well known at the time of the invention that hypertext markup 
language contained formatting information in a series of tags. 

Regarding dependent claim 22 ^ IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. Modifying the font attribute 
for a selected portion of text would have required font indicators to define the bounds of the text 
where the font attribute change was to have taken effect. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined Tsimelzon and Kim 
into IBM Research Disclosure to have created the claimed invention. It would have been 
obvious and desirable to have allowed for the changing of the font so that the user could have 
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modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding dependent claim 23-25 , IBM Research Disclosure teaches the use of both a 
web browser display device and a printer for outputting a web page document in page 688. Kim 
teaches modifying the font attribute of a selected portion of a document in fig. 4-5, 8, and the 
abstract. Modifying the font attribute for a selected portion of text would have required font 
indicators to define the bounds of the text where the font attribute change was to have taken 
effect. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon and Kim into the IBM Research Disclosure to have 
created the claimed invention. It would have been obvious and desirable to have displayed or 
printed the selected portion according to the font indicators because the indicators correspond to 
the portion of text the user had selected. 

Regarding dependent claim 27 , IBM Research Disclosure teaches the use of markup 
language documents on page 688. Kim teaches modifying the font attribute of a selected portion 
of a document in fig. 4-5, 8, and the abstract. Modifying the font attribute for a selected portion 
of text would have required font indicators to define the bounds of the text where the font 
attribute change was to have taken effect. It was well known at the time of the invention that 
markup language documents contained formatting information in a series of tags and it would 
have been obvious and desirable to have implemented the font indicators through the use of the 
tags. 

Regarding dependent claim 28 J IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
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invention that hypertext markup language was the most commonly used markup language used 
to form web pages. 

Regarding dependent claim 29 , IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
invention that hypertext markup language was the most commonly used markup language used 
to form web pages. Kim teaches modifying the font attribute of a selected portion of a document 
in fig. 4-5, 8, and the abstract. Modifying the font attribute for a selected portion of text would 
have required font indicators to define the bounds of the text where the font attribute change was 
to have taken effect. It was well known at the time of the invention that hypertext markup 
language contained formatting information in a series of tags and it would have been obvious 
and desirable to have implemented the font indicators through the use of the tags. 

Regarding dependent claim 30 3 IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have combined Tsimelzon 
and Kim into IBM Research Disclosure to have created the claimed invention. It would have 
been obvious and desirable to have allowed for the changing of the font so that the user could 
have modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding dependent claim 31 3 IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. It would have been obvious to 
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one of ordinary skill in the art at the time the invention was made to have combined Tsimelzon 
and Kim into IBM Research Disclosure to have created the claimed invention. It would have 
been obvious and desirable to have allowed for the changing of the font so that the user could 
have modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding dependent claim 51 , IBM Research Disclosure teaches receiving a first web 
document including formatting information used to display the first web document in page 688. 
IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. IBM Research Disclosure does not teach creating a third web document 
from the second web document. Tsimelzon does teach creating a web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
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could have been editable by the user without affecting the original web page. It would have been 
obvious and desirable to have used the document creation method of Tsimelzon recursively to 
have produced a third document so that changes could be made to a portion of the second 
document without altering the second document. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

Regarding independent claim 53 J IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
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to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

Regarding dependent claim 54 a IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document by using virtual font indicators before and after the text 
within the selected portion in fig. 4-5, 8, and the abstract. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined Tsimelzon and Kim 
into IBM Research Disclosure to have created the claimed invention. It would have been 
obvious and desirable to have allowed for the changing of the font so that the user could have 
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modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding dependent claims 55-56 and 58-59 , IBM Research Disclosure teaches the 
use of both a web browser display device and a printer for outputting a web page document in 
page 688. Kim teaches modifying the font attribute of a selected portion of a document in fig. 4- 
5, 8, and the abstract. Modifying the font attribute for a selected portion of text would have 
required font indicators to define the bounds of the text where the font attribute change was to 
have taken effect. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined Tsimelzon and Kim into the IBM Research Disclosure to 
have created the claimed invention. It would have been obvious and desirable to have displayed 
or printed the selected portion according to the font indicators because the indicators correspond 
to the portion of text the user had selected. 

Regarding dependent claim 57 3 IBM Research Disclosure does not teach modifying the 
font attribute of a selected portion of a web document. Kim teaches modifying the font attribute 
of a selected portion of a document in fig. 4-5, 8, and the abstract. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have combined Tsimelzon 
and Kim into IBM Research Disclosure to have created the claimed invention. It would have 
been obvious and desirable to have allowed for the changing of the font so that the user could 
have modified the selected portion of the web page so that it would have been more legible when 
outputted to the display or printer. 

Regarding independent claim 66 i IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
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688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into EBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
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selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

6. Claims 7, 32-37, 39-46, 60-63, and 67 are rejected under 35 ILS.C. 103(a) as being 
unpatentable over Page Frame Feature for Printing Electronic Documents; International 
Business Machines Research Disclosure (hereafter referred to as IBM Research 
Disclosure); May 1999, pages 688-690 in view of Tsimelzon, US 6,763,388 Bl filed 8/10/1999 
and Michelman et al. (hereafter referred to as Michelman), US 6,487,567 Bl, continuation 
filed 03/25/1997. 

Regarding dependent claim 7 3 IBM Research Disclosure teaches receiving a first web 
document including formatting information used to display the first web document in page 688. 
IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 



Application/Control Number: 09/579,256 Page 1 8 

Art Unit: 2176 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Regarding independent claim 32 4 IBM Research Disclosure does not teach inserting 
additional page breaks indicators into the second web document. Michelman does teach 
manipulating page breaks and page break indicators in a document in the abstract. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the IBM Research Disclosure so that the page margins and page breaks indicators could 
have been modified after the initial frame selection setting up the page breaks for the initial page. 
It would have been obvious and desirable to have implemented this combination so that the user 
could have had further control in preparing the display of the selected portion of the document 
for output to either a display or a printer. 
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Regarding dependent claims 33-34 % IBM Research Disclosure does not teach inserting 
additional page breaks indicators into the second web document. Michelman does teach 
manipulating page breaks and page break indicators in a document in the abstract. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the IBM Research Disclosure so that the page margins and page breaks indicators could 
have been modified after the initial frame selection setting up the page breaks for the initial page. 
It would have been obvious and desirable to have implemented this combination so that the user 
could have had further control in preparing the display of the selected portion of the document 
for output to either a display or a printer. 

Regarding dependent claim 35-37 , IBM Research Disclosure teaches the use of both a 
web browser display device and a printer for outputting a web page document in page 688. 

Regarding dependent claim 39, IBM Research Disclosure teaches the use of markup 
language documents on page 688. It was well known at the time of the invention that markup 
language documents contained formatting information in a series of tags. It would have been 
obvious to have encoded the page break indicator formatting information into tags so that page 
break could have been implemented in the markup language. 

Regarding dependent claim 40 , IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
invention that hypertext markup language was the most commonly used markup language used 
to form web pages. 

Regarding dependent claim 41 j IBM Research Disclosure teaches the use of markup 
language documents to form web pages in page 688. It was well known at the time of the 
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invention that hypertext markup language was the most commonly used markup language used 
to form web pages. It was well known at the time of the invention that hypertext markup 
language contained formatting information in a series of tags. It would have been obvious to 
have encoded the page break indicator formatting information into tags so that page break could 
have been implemented in the markup language. 

Regarding dependent claims 42-44 , IBM Research Disclosure does not teach inserting 
additional page breaks indicators into a web document. Michelman does teach manipulating 
page breaks and page break indicators in a document in the abstract. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the IBM 
Research Disclosure so that the page margins and page breaks indicators could have been 
modified after the initial frame selection setting up the page breaks for the initial page. It would 
have been obvious and desirable to have implemented this combination so that the user could 
have had further control in prepiaring the display of the selected portion of the document for 
output to either a display or a printer. 

Regarding dependent claim 45 , IBM Research Disclosure teaches the use of a printer 
for outputting a web page document in page 688. Printers inherently use print drivers to obtain 
the information to output. 

Regarding dependent claim 46, IBM Research Disclosure does not teach inserting 
additional page breaks indicators into a web document. Michelman does teach manipulating 
page breaks and page break indicators in a document in the abstract. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the IBM 
Research Disclosure so that the page margins and page breaks indicators could have been 
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modified after the initial frame selection setting up the page breaks for the initial page. It would 
have been obvious and desirable to have implemented this combination so that the user could 
have had further control in preparing the display of the selected portion of the document for 
output to either a display or a printer. 

Regarding independent claim 60 J IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 
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IBM Research Disclosure does not teach inserting additional page breaks indicators into 
the second web document. Michelman does teach manipulating page breaks and page break 
indicators in a document in the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have modified the IBM Research Disclosure so that 
the page margins and page breaks indicators could have been modified after the initial frame 
selection setting up the page breaks for the initial page. It would have been obvious and 
desirable to have implemented this combination so that the user could have had further control in 
preparing the display of the selected portion of the document for output to either a display or a 
printer. 

Regarding dependent claims 61-62 J IBM Research Disclosure does not teach inserting 
additional page breaks indicators into a web document. Michelman does teach manipulating 
page breaks and page break indicators in a document in the abstract. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the IBM 
Research Disclosure so that the page margins and page breaks indicators could have been 
modified after the initial frame selection setting up the page breaks for the initial page. It would 
have been obvious and desirable to have implemented this combination so that the user could 
have had further control in preparing the display of the selected portion of the document for 
output to either a display or a printer. 

Regarding dependent claim 63 4 IBM Research Disclosure teaches the use of both a web 
browser display device and a printer for outputting a web page document in page 688. 

Regarding independent claim 67 > IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
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688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
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implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

7. Claims 6, 47, 64, and 68-70 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Page Frame Feature for Printing Electronic Documents, International 
Business Machines Research Disclosure (hereafter referred to as IBM Research 
Disclosure); May 1999, pages 688-690 in view of Tsimelzon, US 6,763,388 Bl Filed 
8/10/1999, Kim, US 6,330,577 Bl filed 10/15/1998, and Michelman et al. (hereafter referred 
to as Michelman), US 6,487,567 Bl, continuation filed 03/25/1997. 

Regarding dependent claim 6 > IBM Research Disclosure does not teach inserting 
additional page breaks indicators into a web document. Michelman does teach manipulating 
page breaks and page break indicators in a document in the abstract. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the IBM 
Research Disclosure so that the page margins and page breaks indicators could have been 
modified after the initial frame selection setting up the page breaks for the initial page. It would 
have been obvious and desirable to have implemented this combination so that the user could 
have had further control in preparing the display of the selected portion of the document for 
output to either a display or a printer. 

Regarding independent claim 47, IBM Research Disclosure does not teach modifying 
the font attribute of a selected portion of a web document. Kim teaches modifying the font 
attribute of a selected portion of a document in fig. 4-5, 8, and the abstract. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have combined 
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Tsimelzon and Kim into IBM Research Disclosure to have created the claimed invention. It 
would have been obvious and desirable to have allowed for the changing of the font so that the 
user could have modified the selected portion of the web page so that it would have been more 
legible when outputted to the display or printer. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Regarding independent claim 64 4 IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
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to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Regarding independent claim 68 1 IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
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to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
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margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Regarding independent claim 69, IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 

IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 
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IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Regarding independent claim 70 , IBM Research Disclosure teaches receiving a first 
web document including formatting information used to display the first web document in page 
688. IBM Research Disclosure teaches receiving a request to obtain a selected portion of the 
document in fig. 4 and pages 689-690. IBM Research Disclosure teaches a print preview feature 
in page 688 which generates another representation of the document from the selected portion. 
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IBM research disclosure does not teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents. Tsimelzon does teach creating a second web document including the 
selected portion and the formatting information associated with the selected portion, in response 
to receiving a request, wherein the first web document and second web document are markup 
language documents in fig. 3-4, col. 5 lines 15-16, and col. 5 line 37 - col. 6 line 15. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined Tsimelzon into IBM Research Disclosure to have created the 
claimed invention. It would have been obvious and desirable to have used the teaching of 
Tsimelzon to have enhanced the print preview of IBM Research Disclosure so that the preview 
could have been editable by the user without affecting the original web page. 

IBM Research Disclosure does not teach modifying the font attribute of a selected 
portion of a web document. Kim teaches modifying the font attribute of a selected portion of a 
document in fig. 4-5, 8, and the abstract. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined Tsimelzon and Kim into IBM 
Research Disclosure to have created the claimed invention. It would have been obvious and 
desirable to have allowed for the changing of the font so that the user could have modified the 
selected portion of the web page so that it would have been more legible when outputted to the 
display or printer. 

IBM Research Disclosure does not teach inserting additional page breaks indicators into a 
web document. Michelman does teach manipulating page breaks and page break indicators in a 
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document in the abstract. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the IBM Research Disclosure so that the page 
margins and page breaks indicators could have been modified after the initial frame selection 
setting up the page breaks for the initial page. It would have been obvious and desirable to have 
implemented this combination so that the user could have had further control in preparing the 
display of the selected portion of the document for output to either a display or a printer. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-70 have been considered but are moot in 
view of the new ground(s) of rejection. The Examiner has additionally introduced the prior art 
of Tsimelzon which teaches creating a separate Web markup language document from a portion 
of a larger original Web markup language document. The newly created "short web page" has a 
unique URL and is individually editable by the user. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Kaghazian, US 6,563,913 Bl filed 8/21/2000 discloses selecting one or more 
portions from an electronic document and generating a new document that comprises the 
selected portions. Lenk et al., US 6,366,923 Bl filed 3/23/1998 discloses clipping data from 
Web pages and then producing a document from the clipped data wherein the clipped data may 
be edited. Britton et al., US 6,535,896 B2 filed 1/29/1999 discloses tools to tailor HTML-based 
Web page content for display within various client devices. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J Smith whose telephone number is 703-305-593 1 (571- 
272-4101 after 10/20/2004). The examiner can normally be reached on Mondays-Fridays 
7:00am-3 :30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H Feild can be reached on 703-305-9792 (571-272-4090 after 10/20/2004). 
The fax phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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